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The annual number of patent filings is rising exponentially, so that there are always more and more third
party patents that have to be considered in determining whether or not one is free to operate. This is true in
all fields, but particularly so for gene and research tool patents. For a large research-based pharmaceutical
company this may give rise to more problems than opportunities, whereas the reverse may be true for small
biotech companies. Nevertheless, the problems are no different in kind from those which the industry and
market forces have coped successfully for a long time. Dependency situations arise in the patenting of
NCEs, and are normally dealt with by licensing or cross licensing. Royalty stacking can occur in many
areas, and can be tackled by contractual provisions.

There is no need to change the patent law to make special provisions for research tool and gene patents. A
gene is no more than a chemical compound, and for example to restrict the scope of gene patents to the
disclosed utility would be a serious mistake, which could have adverse consequences on patent protection
for all new compounds. Some excesses may however need to be curbed, not by legislation but by the
interpretation of existing law by the courts. Thus in the absence of valid reach-through claims there is no
justification for the patentee to ask for a royalty on products found using a research tool, but not covered
by the claims. And in my opinion, most reach-through claims are invalid and should not be upheld by the
courts.


