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ABSTRACT 
 
The dissemination of knowledge and information is a key issue in publicly financed re-
search. The protection of the intellectual property (IP) of public scientific institutions and 
the commercial exploitation of IP and know how receives increasing attention. This is 
reflected by European and national programmes that fund activities in the field of tech-
nology transfer and also in the number and size of technology transfer offices at univer-
sities and public research organizations all over Germany.  
 
At present there seems no concerted policy in Germany on the protection of life science 
IP (in particular, of genomes, nucleic acids and proteins), that considers the needs of life 
science research institutions, a right for public access and the access of scientists to re-
search tools. Some institutions, however, are eager to define at least in house rules for 
the handling of IP rights in the genomic and proteomic sectors. As the pharmaceutical 
industry is only willing to develop drugs that are based on substantiated intellectual 
property, it is not only advisable but also the duty of research institutes to patent their 
respective inventions. Whether it is necessary and right to patent everything patentable 
is an entirely different matter and must be judged in the context of strategic and ethical 
implications, and, last but not least, on economic grounds. 
 
The strengthening of professional conduct in IP asset management needs to address a 
number of points concerning questions of law (e.g., grace period, research exemptions), 
and of economics (e.g., inter-institutional IP strategies and handling of reach through 
patents).  
 
A further point not directly related to the above is that the need for universally used ma-
terial transfer agreements (MTAs) for public research institutions is as apparent as the 
denial with which most institutions treat this question. While probably the majority of 
publicly funded research organizations has started to introduce MTAs when sending out 
materials, these are hardly ever followed up. This is made particularly difficult, because 
the agreements are not even consistent within one organization. An MTA with basically 
identical conditions between academic institutions that can be signed without further 
ado would be a great simplification for scientists and administration alike. 
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Summary of Presentation 
 
Ascenion GmbH – the realization of a modern IP Asset Management concept 
 
In 2001 four Helmholtz centres, the DKFZ (German Cancer Research Center), the GBF 
(German Research Centre for Biotechnology), the GSF (National Research Center for 
Environment and Health) and the MDC (Max-Delbrück-Centrum Berlin-Buch) established 
a non-profit Life Science Foundation for the promotion of science and research. The 
purpose of the foundation is the concentration of  the intellectual property (IP) man-
agement and the professional commercial exploitation of research results of those insti-
tutions. Ascenion was founded in Munich in August 2001 as a hundred percent subsidi-
ary of the Life Science Foundation.  
 
In Munich a team of technology managers and analysts is working on the commercial 
exploitation of new results and technologies developed at the four institutes. On site at 
the research centres, Ascenion´s technology scouts secure an efficient and direct com-
munication on all IP related matters to scientists and administration.  
 
Ascenion is a Intellectual Property Asset Management company and offers all services 
related to acquisition, evaluation and commercial exploitation of scientific results and 
know how. This is realized in a close collaboration with the four research institutions. 
Ascenion´s activities include the identification of new technologies and methods, coach-
ing of  inventors at the centres, economic and legal valuation of ideas, inventions and IP. 
Further the company understands IP as an asset that needs continuous management 
from its cradle (the idea) to its grave (expiration of last patent right) to achieve a fair and 
reasonable return on investment. 
 
The access to the ideas and inventions of altogether about 4000 scientists supports As-
cenion’s ambition to become a “One Stop Shop” in Germany for technology hunters of 
the national and international life science industry. The activities of the new company 
will help to create new sources of income for its clients. 
 
Profits from successful commercial exploitation are shared between the individual scien-
tist(s) / inventor(s), the research team or institute, the particular Helmholtz Centre, 
where the invention was created, and Ascenion at a fixed rate. Intentions are that inven-
tors participate with a 30% share in the gross revenues form any invention successfully 
commercialised. 
 
 
 
 

  2 ©  C. A. Stein 2002



 

 
Public Research IPR Technology Transfer policies past, present and future 
 
 
Recent trends in German technology transfer policies, in particular the political will of 
the Federal Ministry for Research and Education and the Federal Ministry for Economics, 
concentrate very much on a rather profit-center-oriented approach to transporting aca-
demic wisdom into industrial application. In the last few years it became apparent that 
Germany missed out in the last 15 years on a world wide scale and in the last 5 years on 
a European scale to systematically exploit the economic value of public research results 
and inventions created at academic institutions.  
 
 
Catching up 
 
A nationwide effort starting from about 1995/96 led to an impressive impulse in particu-
lar in the creation of spin offs and high tech start ups. Traditional technology transfer - 
the patent and licensing business - could not keep up with the steep pace of the venture 
capital and public sources driven start up hype. Academic institutions watched their sci-
entists building companies built on patented inventions that were - apart from personal 
initiative - only made possible through public funding.  
 
 
ArbNErfG §42/1 
 
In the late nineties (1996) the idea of the Bayh-Dole Act from 1980 started to take root 
in Germany. Academic institutions should be able to exclusively license their intellectual 
property to supplement their funding.  Obviously the US situation could not be trans-
ferred 1:1 into the German technology transfer landscape. German academic research 
has, or better had until now, §42/1 ArbNErfG, the University fellows or professor’s privi-
lege, which allows so-called free inventions, where a professor and certain other aca-
demic staff generally do not have to report nor offer their inventions to their employers 
and which allows them to make money from their inventions under their own steam. In 
principle a good idea, so it leaves out that intellectual performance is not only depend-
ant on a brilliant mind and hard work but also on the academic environment, good 
staff, the right equipment, the right working conditions and so on; and those latter ele-
ments are generally publicly funded. From 7. February §42/1 changes substantially, put-
ting universities in a more dominant position connected to more responsibility. 
 
 
Is the development in technology transfer suddenly  to fast? 
 
Until then Universities and a number of other public research institutions could rarely 
claim rights to inventions made in their institutions. On another note, there were and 
are not sufficient sources to build patent portfolios in most academic institutions, par-
ticularly universities. Most universities might just afford an initial patent application, but 
there is hardly anywhere a budget for more. A third point of equal importance is that it 
might be nice to claim patents for the institution, but then what? The licensing business 
is neither trivial, nor easy to understand, nor easy to undertake. Even very successful US 
institutions hardly finance more than a few percent of their total budget from licensing 
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Life Science Foundation for the
Promotion of Science and Research
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Spin Off 2

1 0 0 %  Equity

GBF DKFZ *

* For the DKFZ, Ascenion is only responsible for the IP Asset Management and commercial
exploitation of results and inventions from the German Genome Research Net (DGFN)
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* For the DKFZ, Ascenion is only responsible for the IP Asset Management
and commercial exploitation of results and inventions from the German
Genome Research Net (DGFN)
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Exclusive & comprehensive

IP Asset Management
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Ascenion
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* For the DKFZ, Ascenion is only responsible for the IP Asset Management and commercial exploitation of
results and inventions from the German Genome Research Net (DGFN)
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research institution Ascenion

,QWHUIDFHV

acquisition of inventions

coaching inventors

education / motivation

managing the patenting process

patenting and commercial exploitation strategy

valuation of IP (NPV) and spin off companies

technology audits and portfolio management

commercial exploitation: licensing, sales, spin off

spin off coaching and support

equity management

contract follow-up (including prosecution/litigation)
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From patent administration to IP asset management

á   Catching up 10 years
á   Bayh-Dole Act (1989)
á   ArbNErfG §42/1
á   Lack of structures, funding and sources
á   The myth of the golden mountain
     (or how to get rich through licensing
     revenues in seven days)
á   New technology transfer instruments
     (PVA, patent funds, NGFN, DHGP ...)
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Quo vadis technology transfer ?

á   Technology transfer and profit maximisation

á   The impact of industry on academic research

á   Research tools for all
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Regulation and self regulation

á   New inventions through new technologies 

á  codes of conduct

½  patenting strategies
½  licensing strategies
½  transparency in industry interests

á   regulation mechanisms through economic forces 
     and limits thereof
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á   Protection of substances for genes/proteins

á   A US grace period for Europe

á   Research exemptions

á   . . .



2(&'�:6�*HQHWLF�,QYHQWLRQV�,3�	�/LFHQVLQJ����������
(L
Q�
8
QW
HU
QH
KP
HQ
�G
HU
�/
LIH
�6
FL
HQ
FH
�6
WLI
WX
QJ
�]
XU
�)
|U
GH
UX
QJ
�Y
RQ
�:
LV
VH
QV
FK
DI
W�X
QG
�)
RU
VF
KX
QJ

0DWHULDO�7UDQVIHU�$JUHHPHQWV

Why do we need MTAs ? 

á   Liability protection
á   Publishing
á   Revenues from future IP

The need for a unified non-commercial MTA

á   Transparency / easy handling
á   Follow up
á   Reciprocal conditions
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