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Foreword 
 

The conference on Research Use of Patented Inventions examined a key issue at the intersection of 
innovation policy and intellectual property rights: how to ensure access to inventions for follow-on 
research without weakening the incentive that patent protection provides to original inventors. This 
topic was discussed by Ministers responsible for science and technology policy at an OECD meeting 
in January 2004, at which they invited the OECD to examine the role of patent systems in fostering 
innovation, knowledge diffusion and competition and to assess the effect of national policies on 
exemptions for research use of patented inventions on the conduct of scientific research.  
  
The conference, held in Madrid on 18-19 May 2006, was organised jointly by the Organisation for 
Economic Co-operation and Development (OECD), the Spanish National Research Council (CSIC) 
and the Spanish Patent and Trademark Office (OEPM), with the support of the European Patent Office 
(EPO) via its European Patent Academy and with a contribution from the Japanese government. It 
attracted 159 registered participants from a large number of OECD countries and diverse professional 
backgrounds (research, technology transfer, business, legal, policy). Speakers included internationally 
renowned legal scholars, business executives, government officials, scientists and economic 
researchers, as well as high-level representatives of the co-organising and supporting institutions.  
 
Presentations made at the conference are available at: 
 

www.oecd.org/sti/ipr
 

and  
 

www.oepm.es
 

This report was prepared and co-ordinated by Catalina Martínez, with assistance from Jerry Sheehan 
and Dominique Guellec. Individual session summaries were written by Yann Ménière and Nicolas van 
Zeebroeck, conference rapporteurs, drawing on the presentations and discussions of the conference 
speakers and chairs, whose excellent contributions and subsequent comments are hereby 
acknowledged. Gerardo Penas was responsible for the printed edition of this report issued by OEPM. 
 
The event was made possible by the co-ordinated efforts of the members of the Conference Organising 
Committee (listed at the end of the publication), which was led by Domingo Represa, Gerardo Penas, 
Catalina Martínez and Volga del Castillo, with the collaboration of Cristina Fernández, José Luis de 
Miguel, Jaime Pérez del Val, Jerry Sheehan and Dominique Guellec.  
 
Special thanks are also due to Guido La Pegna from the European Patent Academy at the European 
Patent Office for coordinating the support of EPO to the organisation of the event and preparation of 
this summary report.  
 
The views expressed in this report are those of the individual speakers and contributors and should not 
be attributed to the organising and supporting institutions. 
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Executive Summary 

 
 
This report summarises the presentations and discussions from the Conference on Research Use of 
Patented Inventions held in Madrid on 18-19 May 2006 and jointly organised by the by the 
Organisation for Economic Co-operation and Development (OECD), the Spanish National Research 
Council (CSIC) and the Spanish Patent and Trademark Office (OEPM), with the support of the 
European Patent Office (EPO) via its European Patent Academy. The main conclusions are set out 
below. 
 
At present, there is no empirical evidence of a widespread problem in accessing patented inventions 
for research; concerns are confined mostly to specific fields of research and countries. 
 
 Existing concerns are limited primarily to research in pharmaceuticals and biotechnology and are 

most pronounced in the burgeoning area of research tools in genomics and biotechnology. Many 
of the issues of concern are related to threats of litigation and are more worrisome in countries 
with traditionally high levels of litigation, such as the United States. 

 
 Available empirical evidence indicates that issues of access to intellectual property are not as 

significant as issues of access to material research inputs, owing to competition between research 
laboratories, among other factors. Existing evidence, however, is based on isolated surveys that 
tend to be limited to United States and to the life sciences. The situation may differ in other 
countries and fields of research. 

 
 More and better empirical evidence is needed to reach more robust conclusions. Limited 

information is available on research use of patented inventions in most OECD countries. The 
forthcoming results from the international survey undertaken by the American Association for the 
Advancement of Science in the framework of its Project on Science and Intellectual Property in 
the Public Interest (AAAS-SIPPI) will be a first step in remedying this situation, as it will be 
based on responses from researchers in all scientific fields and four different countries (United 
States, Japan, United Kingdom and Germany). Preliminary results for the United States are 
consistent with previous surveys limited to specific areas. 

 
Nevertheless, concerns over research use could expand to other important areas of research and 
industrial development and to other countries.  
 
 There are no signs of an extended slowdown in patent filings in OECD countries, and future 

scientific research is unlikely to take place in patent-free zones. Patent portfolios are likely to be 
built (in the public and private sectors) as a way to guarantee freedom to operate and co-operate in 
research. 

 
 At the same time, alternative protection mechanisms are leading to the creation of informal co-

operative communities (e.g. open licensing schemes, patent pools for defensive purposes) that will 
spread and co-exist with traditional means of IP protection.  

 
 New science-based technologies will proliferate and gain increasing economic importance. Some 

of the issues raised in the biotechnology sector are likely to be amplified in nanotechnology and 
other fields. 

 
 The ongoing trend towards more multidisciplinary research also heightens prospects for greater 

litigation over research uses. Such work brings together not only researchers from different 
disciplines, but also different approaches to and traditions in IPR management (i.e. biotechnology 
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and information technology in bio-informatics). The current situation of benign neglect and 
mutual forbearance may not be an optimal or enduring option in such an environment. 

 
A balanced patent system should facilitate inventions that build on earlier findings, but the line may 
be difficult to draw, especially for patented research tools. 
 
 Most patent systems have research exemptions either written into their laws (statutory) or adopted 

in their jurisprudence in the form of research use defences (common law). Statutory research 
exemptions generally allow research on the subject matter but not with it, so that use of unlicensed 
research tools is not exempt from infringement. Such statutory research exemptions provide clarity 
and security (especially when they are accompanied by statutory bans on contractual clauses 
undermining the scope of the exemption). Common law defences, in contrast, provide greater 
flexibility but less certainty, as the interpretation of the law may change over time subject to court 
decisions.  

 
 Uncertainty and international differences as regards the scope of research exemptions in patent 

systems may hinder firms and other research organisations that perform R&D globally from 
benefiting from research exemptions given potential litigation risks. 

 
 The balance between providing sufficient incentives to initial and follow-on inventors is greatly 

facilitated by the granting of high-quality patents characterised by a sufficient level of 
inventiveness and an appropriate level of protection relative to their contribution to the state of the 
art (e.g. claims granted only for disclosed specific uses). 

 
Alternative mechanisms to facilitate access to inventions for research purposes are also available. 
 
 Other government policies can also facilitate access. Competition policy can be used to guarantee 

affordable and widespread licensing of foundational inventions and essential research tools 
protected by patents by monitoring the behaviour of licensors. Governments often retain the right 
to inventions developed with government funding or can require compulsory licensing in certain 
situations.   

 
 Other models of intellectual property management are also gaining ground and seek to create 

communities of users and foster collaborative innovation among them via improved sharing of 
patented inventions. The Open Invention Network, for example, acquires patents related to open 
source software and makes them available royalty-free to others who agree not to assert related 
patents. The Science Commons Licensing Project explores how standard open agreements can 
facilitate licensing of intellectual property and exchange of materials.  

 
Further studies are needed to better understand emerging issues related to research access to 
patented inventions and identify good practices for promoting it across different industry sectors 
and countries. 
 
 Despite the considerable progress made in recent years, more work needs to be done to better 

define, measure and delineate the problem of research use of patented inventions. Studies could 
focus on specific issues in the research tools industry or on emerging problems in interdisciplinary 
fields. Of particular interest would be efforts to determine how different legislative and regulatory 
environments affect innovation, economic growth and the location of R&D activities.  

 
 There is also need to identify good practices for facilitating access to patented inventions, for 

example, as regards research tools in biotechnology, as well as patented inventions based on 
publicly funded research results.  

 
 Theoretical and empirical research for the assessment, determinants and impacts of patent quality 

would also be important to better address the issues raised in this area.  
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Summary of Conference Sessions 

 
 
Opening Session 
 
The conference was opened by high-level officials of the three organising institutions and of the 
European Patent Office: José Manuel Fernández De Labastida from the Spanish National Research 
Council (CSIC), Mª Teresa Mogín from the Spanish Patent Office (OEPM), Nobuo Tanaka from the 
OECD, and Bruno van Pottelsberghe de la Potterie from the European Patent Office (EPO). 
 
In his opening speech, José Manuel Fernández De Labastida, Vice President of the Spanish National 
Research Council (CSIC), underlined the critical importance of the conference’s topic to an institution 
such as the CSIC. The largest public research body in Spain, with more than 12 000 staff from tenured 
scientists to technicians, administrative staff and research fellows, CSIC is also the third largest 
research institute in Europe, behind the CNRS in France and the Fraunhofer Institute in Germany, 
federating 125 institutes all over the country. Public research organisations such as the CSIC must 
contribute to the creation of knowledge but also to social and economic wealth. In order to fulfil its 
mission, CSIC needs to perform outstanding competitive research, which requires optimal 
communication of results among scientists in order to enable incremental inventions. In this context 
patents are the best way, and in many cases the only way, to make knowledge dissemination 
compatible with industrial use of the results obtained. However, the system needs major 
improvements. All research organisations are looking for mechanisms to valorise their creation and 
diffusion of knowledge. For public institutes the creation of spin-offs is the most efficient way to bring 
inventions to the market and give value to their IP portfolios. To increase the creation of spin-offs 
from its research results, CSIC needs to provide them with appropriate tools to develop and in 
particular to ensure their freedom to operate and to do research. The aim of this conference is precisely 
to initiate a debate with policy makers to discuss the future of the patent system and the rules under 
which research organisations will be doing their job tomorrow. 
 
To Mª Teresa Mogín, Director of the Spanish Patent Office (OEPM), the participation of her office in 
this conference is important as it may contribute to the establishment of partnerships between patents 
and science. The OEPM wants to develop a supporting framework for scientific activities. This may 
be facilitated by a number of improvements to the patent system, such as regulations clarifying the 
ownership of university inventions and the establishment of provisions on research exemptions, taking 
into account the financial issues they may raise for universities. The participation of the Spanish Patent 
and Trademark Office in seminars like this one aimed at improving understanding and ties between 
research institutions and patent offices is a crucial element of its endeavour.  
 
The subject is equally of great importance to OECD countries, as noted by Nobuo Tanaka, Director 
for Science, Technology and Industry at OECD, since we live in a knowledge-based economy in 
which innovation policies and the utilisation of IP assets are of key importance. This importance is 
illustrated by the OECD’s recently published report on IP assets and value creation, which shows that 
investments in knowledge (including R&D) are growing faster than investments in machinery and 
equipment, and hence that intellectual assets are becoming more important than tangible ones. 
However, innovation is becoming more complex, open and collaborative, with more, and more 
intensive, cross-border and cross-sector collaboration. In such a context, what is the best way to ensure 
that the patent system continues to enhance both the creation and protection of inventions? The OECD 
believes that a balanced patent system is critical. Licensing is becoming increasingly complex, with 
high transaction costs. Hence, some countries have instated exemptions for certain research activities 
for which potential infringement is not an issue. However, several countries are now re-examining 
their exemptions to make sure that they still foster innovation and provide researchers with access to 
patented inventions in a properly balanced way. These concerns about the research use of patented 
inventions are shared by OECD member states’ ministers and require gathering and analysing data on 
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the links between research, IP rights and economic performance as well as providing ways of 
improving research use while maintaining sufficient incentives to innovate.  
 
Patent offices are facing many challenges in the current economic context, as highlighted by Bruno 
van Pottelsberghe, Chief Economist at the European Patent Office (EPO). The EPO has experienced a 
nine-fold surge in patent filings over the past two decades, especially in the information and 
communication technology (ICT) and biotechnology sectors and increasingly from Asia. At the same 
time, the complexity of filings, as measured by the number of claims, has doubled – although not 
homogenously across sectors – and multiplied the EPO’s workload by about 20. This has put 
increasing pressure on the quality of the granting process. To ensure that it will continue to deliver 
high-quality patents, the EPO is committed to granting patents only for significant inventions; to 
providing applications with an extended search report in order to stop poor applications earlier in the 
process; and to increasing legal certainty by reducing the time to grant (as of January 2006, about half 
of the patent applications received in 2002 were pending and 40% of those received in 2001), and by 
increasing the quality of the information produced and the clarity of the patents granted. This EPO’s 
attention to quality is illustrated by the fact that around 30% of applications are withdrawn after a 
communication from EPO examiners, more than 50% of them due to EPO actions such as search 
reports and communications. 
 
The increasing number and complexity of patent filings show the strategic role played by patents in 
the business sector. At the same time, regulations similar to the Bayh-Dole Act have spread across 
Europe, leading universities and public research institutes to become new players in the patent field. 
The need for further integration and harmonisation of the European Patent System is clear and should 
become even more attractive owing to the London Protocol, the European Patent Litigation Agreement 
(EPLA), and the Community Patent and the Technology Transfer Block Exemption (TTBE). In a 
context lacking any sign of a slowdown in patent filings, key questions from the EPO’s viewpoint are 
whether patents are really the enemy of open science, whether they can hinder the timeliness and 
quality of academic research, and how frequently patent issues block academic research projects. 
 
Keynote I: Science and the patent system 
 
The first keynote speech was given by John Barton, Professor of Law Emeritus at Stanford Law 
School. He explored possible conflicts that may arise between the scientific and patent systems as 
regards research tools. He also considered different policy solutions to overcome these conflicts.  
 
The science and patent systems are comparable in many respects. Both rely on a system of rewards – 
namely recognition and patent monopoly – which creates incentives to innovate. The rewards are 
conditional on the fulfilment of parallel requirements relating to the novelty, inventive step and 
publication of innovative works. Still, several differences complicate the coexistence of these systems. 
Researchers may be more reluctant to share information about their ongoing work under the patent 
system and it may also be more difficult to verify earlier findings or to build upon prior findings; 
under the scientific system they are only required to give academic credit. 
 
Conflicts between the scientific and patent systems are especially likely to occur for research tools. 
These can be defined as inventions or discoveries that enable the development of other inventions or 
discoveries. They cover a wide range of innovations, from the telescope as a research tool for 
astronomy to gene sequencing as a research tool for contemporary medicine and biology. Policies 
geared towards research tools should pursue two distinct goals in order to ensure good articulation 
between the scientific and patent systems: 
 

- First, they should set an appropriate balance between the incentives for innovators who 
develop and patent new research tools, and the conditions of access for other researchers who 
use these tools for their own research. This balance should ensure that appropriate conditions 
for innovation are preserved at both stages. 
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- Second, inventors of research tools should not have control over subsequent inventions 
developed thanks to this tool, even though they are entitled to receive a fair monetary reward 
from them. Otherwise valuable inventions may not be developed because the owner of the 
research tool lacks the capacity or lucidity to recognise their potential. 

 
Addressing these two policy goals is difficult because several factors increase the variety of the 
development and use patterns of research tools. On the one hand, patents are not the only way to create 
incentives to innovate. In some cases the development of research tools is supported by public or non-
profit funding, so that patent protection may be redundant. On the other hand, access to research tools 
may be compromised if university researchers do not have a budget for licensing fees and therefore 
cannot afford the research tools, even when these are licensed at a reasonable cost and on a non-
discriminatory basis. A similar issue can arise for inventions whose physical transfer is costly. Finally 
the true question may not necessarily be how to ensure access to patented inventions but whether the 
invention should be patented at all. Some of the more contemporary examples involve initial 
inventions of contested patentability. For example, in the US Supreme Court’s decision in Brenner v. 
Manson (1966), the Court stated that patent claims should be “reduced to production of a product 
shown to be useful”.  
 
The available evidence on the impact of patented research tools makes it possible to identify where 
policy measures may actually be needed and indicates that university research is not significantly 
impeded by patents on research tools, although this may be due to the fact that university researchers 
ignore such patents. In contrast, industries such as the pharmaceutical industry may be more exposed 
to problems of access to patented research tools. Patents on research tools may also be more likely to 
hinder innovation in fields such as agriculture or genomics. As research processes become more 
complex, new fields may be concerned in the future.  
 
According to Barton, empirical evidence points to the existence of an imbalance in the patent system 
that could be addressed by three different policy measures.  
 
A first policy measure would consist in better controlling the patentable subject matter of inventions. 
Two distinctions are worth being considered: 
 

- The first opposes inventions and discoveries. Despite statutory limitations, patentability has 
progressively extended to the latter, especially in genomics. However, this evolution is 
problematic when the patented invention affects a large research area, and when it is necessary 
to use several such inventions to carry out new research. 

- The second distinction opposes information and tangible inventions. It applies especially to 
computer science, where innovation is intangible. This has raised difficulties in the United 
States and the European Union. The patentability of software has an impact in biotechnology, 
an area that increasingly uses it as a research tool.  

 
Research exemptions to patent law for experimental use constitute another policy lever for facilitating 
the use of research tools. Such exemptions can be articulated in terms of three principles, namely: 
 

- Exceptions to patent law for uses that are non-commercial or motivated solely by scientific 
curiosity. 

- Exceptions for use to understand and improve the innovation (i.e. research “on” the patented 
invention), in contrast to use of the innovation for the research purpose for which it was 
intended (i.e. research “with” the patented invention); 

- Bolar-type exceptions relating to securing approval for generic medical products. 
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According to Barton, the first principle is probably unnecessary and is difficult to apply to real cases 
as the distinction between commercial and non-commercial research evaporates, while the third 
principle applies only in specific contexts. The second principle is more reasonable and has a wider 
scope of application.  
 
Regulation of licensing behaviour is a third possible policy lever. In particular, a refusal to license an 
invention widely could be overcome by using, when possible, the antitrust patent misuse and essential 
facilities doctrines. Barton argued that a licensing principle could be formulated to avoid exclusive 
licensing when broad licensing would be socially desirable. He identified three cases in which 
applying such a principle would foster innovation: when many different applications seem likely; 
when research would benefit from work by many different teams; and when many inventions have to 
be combined for subsequent research. 
 
Besides the application of antitrust law, non-exclusive licensing can also be promoted by research 
donors. They can impose conditions on the use of patents that benefit from their funding and thus 
solve some access problems. The NIH licensing guidelines, the Rockefeller Foundation support to 
open-source biology, and the patent pool created by the SNP consortium are examples of such 
commitments. There are also however examples of research donors that impose restrictions on the 
licensing of sponsored research results. 
 
As a reality check, Barton compared the three levers he had identified by looking at whether they 
could apply to seven recent US court cases involving biotechnology research tools: i) PCR-Roche; 
ii) transgenic research mice – DuPont; iii) Cre-lox – DuPont/BMS; iv) Genomes – Celera, Incyte; 
v) Stem cells – WARF/Geron; vi) BRCA – Myriad; vii) Array – (Affymetrix). He concluded that none 
of these remedies could have addressed the problems raised in the PCR and Cre-lox cases. In contrast, 
the limitation of patent scope would have been an effective way to facilitate access in the other five 
cases, while the research exemption and licensing levers could only have been applied in three 
(Genome, BRCA, Array), and with more uncertain results.  
 
Session I: How does patenting affect access to inventions for research purposes? 
 
The effect of patents on innovation is uncertain when patented inventions are used for research 
purposes. On the one hand, patents are necessary to enable upstream inventors to derive a profit from 
their research investments. On the other hand, there is a risk that patent exclusivity will limit 
excessively the access of other researchers to the invention. A “tragedy of the anti-commons” is 
especially likely when researchers need access to several patented inputs. The session aimed at 
pooling empirical evidence on this problem. The results of three surveys on the reality and causes of 
limited access to patented inventions for research purposes were presented. 
 
Biomedical research tools are typically the kind of inventions that can generate tensions between the 
rewards of patentees and diffusion to other researchers. John Walsh, Professor in Sociology at the 
University of Illinois, presented the results of a survey of 414 academic biomedical researchers 
working in US universities and non-profit and government labs. Even though 22% of the researchers 
in the sample had filed patents in the past two years and 35% of them had some business activity 
(start-up, negotiations, licensing, commercialisation of discovery), they generally appeared to be 
weakly aware of patents on research inputs because of a lack of information and interest. Only 8% of 
respondents believed they needed knowledge or information covered by patents. Even fewer check 
regularly for patents and their proportion did not increase significantly after the US research 
exemption was removed in 2002 following Madey v Duke. Although researchers are now given 
instructions to improve patent awareness more frequently, no change in behaviour has been perceived.  
 
The fact that research inputs are patented impedes academic research very little. In this matter two 
categories of research inputs can be contrasted. On the one hand, there are “knowledge” or 
“intangible” research inputs, which can be qualified as “pure” intellectual property featuring 
disembodied knowledge that can be easily accessed by other researchers. On the other hand, there are 
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“tangible” research inputs that require physical delivery by the patent owner, as it is the case of cloned 
genes, organisms or cell lines. Access to “pure” intellectual property raises very few problems for 
academic research projects. No project has been abandoned because of “pure” patents and only 1% of 
respondents had either to delay their project beyond one month or to modify it. The share is higher 
when the sample is limited to academics who find that a particular patent is relevant to their research: 
16% suffered delays in their research; and 13% had to modify their research.  
 
Academic researchers face more difficulties for accessing “tangible” research inputs, but this is mainly 
due to factors other than patents. Researchers frequently request access to “tangible” inputs. About 
75% of the academic respondents in the sample had requested access to tangible research inputs 
(mostly to other academics) during the two years prior to the study, 19% of whom had not received the 
last input requested. Moreover, the share of requests that go unanswered in academic to academic 
exchanges in the field of genomics seems to have increased in recent years as compared with results of 
previous surveys. Difficulties in accessing tangible inputs also seems to have a significant effect on the 
timing of research projects, with at least 8% of requests leading to delays of more than one month in 
academic research projects, but to delays of only 1% for problems related to “pure” intellectual 
property. The main predictor of refusals to provide materials is competition between research labs, 
which erodes the norms of open science. The time and effort required to deliver an input, and the prior 
involvement of researchers in a business activity such as a start-up, licensing or the commercialisation 
of a discovery, are other important factors. In contrast the fact that the research is funded by industry 
has no serious impact on the sharing of tangible inputs. The survey also addressed the impact of 
particular terms (reach-through, royalties, publication restriction, co-authorship), and found that 
demanding publication review or royalties reduces the likelihood of completing the transfer.  
 
Even rare results may have major social welfare impacts if they affect an important technology. To 
probe this, Walsh presented the results of case studies in three fields of high scientific importance, 
patenting and commercial activity (with drugs either in the market or in clinical trials). These case 
studies show that the impact of pure intellectual property (IP) is still small in high-risk areas (3% 
compared to 1% in the general survey) while the impact of withholding tangible property is significant 
and greater than in other areas (26-32%, compared to 19% in the general survey).  
 
So, if there is a problem, Walsh concluded, it is one of access to tangible rather than intellectual 
property, and the constraints on access turn more on cost, effort, scientific competition and 
commercial activity than on intellectual property per se. Reforming patent law would thus not be 
relevant. Policy initiatives to facilitate access to research inputs should instead aim at promoting more 
co-operative behaviour among academic researchers, in order to balance laws such as the Bayh-Dole 
Act which are entirely geared to commercial activities. Solutions should be tied to problems and 
facilitating tangible input sharing to reduce cost and effort might be important. 
 
Jana Asher, Senior Program Associate for the Project on Science and Intellectual Property in the 
Public Interest (SIPPI) at the American Association for the Advancement of Science (AAAS) 
compared the results of two large surveys on researchers’ experiences with and practices regarding 
intellectual property in a wide range of scientific fields. A first pilot survey carried out on an 
international sample of AAAS members focused on researchers’ experiences since 2001 regarding the 
acquisition of protected technologies and methods of legal protection of their own created IP. The 
sample comprised 843 relevant respondents from academia, public research institutions and industry 
(out of a sample size of 4 000). A second survey, currently in progress, extends the pilot exercise to a 
sample of members of scientific organizations based in four different countries and focuses on 
experiences since 2002. As that survey is not yet completed, Asher’s presentation was based on first 
results from the US sample, which comprises 2 157 respondents (out of a sample size of 8 000). In 
contrast with the pilot survey, the US sample in the international survey has substantially more 
respondents from the medical and health sciences (about three times more than in the pilot survey) and 
biological sciences (around seven times more than in the pilot survey). It also has more respondents 
from industry (about four times more than in the pilot survey) and academia (about twice as many) 
which may explain some of the differences in results. Some of the discrepancies between the results of 
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the survey presented by Walsh and those of the AAAS pilot study disappear when considering this 
more recent and extended US survey. 
 
In both surveys the acquisition of protected technologies by researchers is more frequent in the life 
sciences, the medical/health sciences and the biological sciences (at least 30% in the pilot and around 
40% on average in the US survey). Engineering, computer sciences and chemistry are the fields in 
which acquisition of protected technologies also appears to happen more frequently than in other areas 
(above 20%), with engineering ranking higher in the US survey than in the pilot (second after life 
sciences, with 40% compared to less than 25% in the pilot). 
 
Material transfer agreements and licences (exclusive and non-exclusive) are the most popular methods 
of acquisition. Among the respondents who obtained intellectual property (32% in the US survey, 24% 
in the pilot), a large share reported difficulties, although fewer in the US survey (32% of those 
obtaining IP) than in the pilot (40%). Difficulties principally result in additional delays (delays were 
reported by around 40% of scientists facing difficulties), especially when licences are exclusive. But 
they may also lead to changing or even abandoning projects. The abandonment of research projects 
was nevertheless the least reported effect, around 1% of all respondents to the US survey (or 9% of 
those reporting difficulties). 
 
Concerning the protection of research results, between 46% (pilot survey) and 52% (US survey) of 
respondents reported having created intellectual property during the last four years. The shares are 
larger in industry than in academia whatever the scientific field. Patenting is by far the main method of 
protection.  
 
Asher concluded by reminding participants that more insight into the results of the SIPPI-AAAS 
survey by scientific field and across countries will be available in a full report to be released after all 
phases of the survey have been completed. The UK and the US phases are complete and the German 
and Japanese phases are in progress. 
 
Sadao Nagaoka, Director and Professor at the Institute of Innovation and Research of Hitotsubashi 
University, presented three empirical studies on the patenting and licensing of research tools: i) patents 
for key research tools in life sciences; ii) licensing conditions for research tools, as disclosed mainly 
by US biotechnology firms; iii) access problems as seen by Japanese pharmaceutical and 
biotechnology firms. 
 
The first study focuses on 47 inventions identified by the Japanese Patent Office (JPO) as foundational 
in the life sciences (e.g. the recombinant DNA technology developed by Cohen and Boyer). More than 
45% of these inventions can be considered solely as research tools, and an additional 35% can have a 
dual use as research tools and final products.1 The study highlights two important trends. The first is a 
shift from the public to the private sector as regards the ownership of patented research tools (covering 
key inventions with both unique and dual use as research tools). Until the mid-1980s, most belonged 
to research laboratories and universities, and the government had an interest in half of the university 
patents. Since then, biotechnology and pharmaceutical companies lead. The study also reveals a trend 
towards the globalisation of patent applications, with 60% of key inventions being applied in the three 
major patent offices (JPO, USPTO and EPO). 
 
The second study explores licensing conditions for research tools in contracts included in the RecapIP 
licensing database in the life sciences which covers more than 800 contracts mainly disclosed by US 

                                                 
1 Nagaoka, Sadao and Reiko Aoki, 2006, “Economics of Research Exemption”, Hitotsubashi University, Working Paper 
06-04 of the Institute of Innovation Research of Hitotsubashi University (http://www.iir.hit-u.ac.jp) 
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biotechnology firms either as licensees or licensors.2 Contracts with exclusivity provisions and/or a 
high level of royalties appear to be less frequent at the discovery stage than at the downstream stage 
and when they concern research tools rather than product technology. In both cases this may be due to 
the higher risk and R&D costs that the licensee will incur in order to commercialise the innovation. 
Exclusivity provisions are more frequent when licensing takes place ex ante, before the licensee makes 
any investment. Such ex ante contracts can be interpreted as a way for the licensee to reduce the risk 
of being unable to appropriate the benefit of its innovation. According to Nagaoka, strong patent 
protection of research tools could thus foster ex post licensing by reducing the risk perceived by the 
patent holder. Finally universities appear to impose exclusivity more frequently than private 
companies when they license their innovations ex post, which may reflect their financial constraints. 
 
The analysis of the results of a survey implemented in January 2004 on access to patented research 
tools by 68 Japanese pharmaceutical and biotechnology firms (36 of them users of research tools) 
complemented the first two studies,3 Firms seldom abandon a research project after having discovered 
the existence of a patent on a research tool. They most often buy a license either immediately or after 
continuing their research without a licence until they have obtained some results. Otherwise they use 
alternative methods, challenge the validity of the patent or simply ignore it. When they decide to buy a 
licence, they frequently find the licensing conditions unreasonable, although licensing deals are finally 
struck in most cases.  
 
Based on these three studies, Nagaoka’s preliminary conclusions were that patent protection would 
stimulate the development of research tools and might also facilitate ex post rather than ex ante 
licensing, which is often exclusive, as long as it meets clear patentability standards. For the efficient 
use of research tools, he recommended that royalty stacking due to multiple licensing should be 
avoided and that cost-based or free non-exclusive licences should be used for government-supported 
research tools, unless exclusivity is necessary to develop the inventions.  
 
Other empirical studies were mentioned by Stephen Merrill, Executive Director for Science, 
Technology and Economic Policy at the National Academies.4 They identify negative effects of patent 
grants on citations to corresponding articles in biotechnology, which seems to confirm a weakening of 
open science in the academic world. Perhaps citations are more affected by patents than subsequent 
research. Further research is needed to reconcile these results with the other evidence presented in the 
session.  
 
Session II: Perspectives from the private and public research sector 
 
The importance and strategic use of patents varies widely across industrial sectors. Practices in terms 
of research use of patented inventions may also vary from industry to industry and have different 
consequences for private and public research activities. In this session, four speakers provided 
different perspectives and considered some practical applications in different settings. 
 

                                                 
2 Nakamura, Kenta and Sadao Nagaoka, 2006, “Licensing Agreements for Upstream Inventions: A Contract-Based Analysis 
of Pharmaceutical Industry”, based on the research project report on patent protection of upstream inventions supported by 
the JPO, forthcoming as a Working Paper of the Institute of Innovation Research, Hitotsubashi University 
 
3 Koichiro Onishi and Sadao Nagaoka, 2006, “Structural characteristics of key inventions in the life science area", based on 
the research project report on patent protection of upstream inventions supported by the JPO, forthcoming as a Working 
Paper of the Institute of Innovation Research, Hitotsubashi University. 
 
4 Sampat, B.N. (2004), “Patents on Academic Genomic Discoveries: Effects on Biomedical Research”, Working Paper, 
University of Michigan Department of Health Management; Murray, F. and S. Stern (2004), “Do Formal Intellectual 
Property Rights Hinder the Free Flow of Scientific Knowledge? An Empirical Test of the Anti-Commons Hypothesis”, 
(unpublished manuscript); Pressman, L. et al. (2006), “The Licensing of DNA Patents by US Academic Institutions: An 
Empirical Survey”, Nature Biotechnology, 34:1, January 2006, pp. 1-9. 
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José Luis De Miguel, Director of the Technology Transfer Office at the Spanish National Research 
Council (CSIC), proposed a public research organisation’s view of the research use of patented 
inventions. CSIC is a multidisciplinary institution that is active throughout Spain and plays a key role 
in the articulation of science and technology. With 2 400 scientists and a budget of EUR 530 million, 
CSIC represents 6% of Spanish R&D efforts and is responsible for 20% of Spain’s international 
scientific publications and 50% of the Spanish public sector's papers in prestigious journals. Patents 
are obviously essential to an organisation such as CSIC, which is currently the leader in Spain in terms 
of Patent Convention Treaty (PCT) patent applications. They will become even more important as the 
CSIC intends to double the disclosure and diffusion of its inventions and to increase the creation of 
spin-offs by 50%. Achieving this objective requires high-quality research and a market for technology 
dissemination. 
 
Patenting by public research organisations encourages the communication of results, a powerful vector 
of progress in science, even though publications remain main source of recognition. Moreover, CSIC’s 
experience shows that patents do not affect the use of inventions for research purposes, perhaps 
because most researchers are unaware of the possible limitations imposed by patents and are not used 
to exploiting them. However, if patents are taken into account by researchers and appear to place 
limitations on their research, public organisations and scientists will have to change how they perform 
research and interact with each other. Whether this new way of doing research would be better or 
worse is a question for experts. But if an invention presents any economic value, it is CSIC’s role to 
patent, exploit and leverage it.  
 
A major difficulty research organisations currently face with respect to patents is the conflict between 
protection and publication. Nowadays, researchers need to publish as fast as possible but patent 
applications generate delays in the publication of results. This faces research organisations with a 
difficult choice between delayed publication and absence of protection. For De Miguel, implementing 
a grace period in Europe would not only solve this issue, but would also make the patent system better 
adapted to public research dynamics and would reduce the amount of industrially useful knowledge 
that is being lost by public research institutes for lack of protection. 
 
IP Counsel at IBM Research in Zurich, Peter M. Klett first stressed the importance of patents to IBM. 
With research centres all over the world, IBM Research is a major source of IBM’s patented 
knowledge. Its activities are product-oriented and focused on servers, storage and software, with a 
particular interest in exploring areas such as nanotechnology, photonics or microscopy, which involve 
basic research. According to the traditional research paradigm, researchers are keen to collect 
information, collaborate and communicate with others. But these activities constitute major sources of 
legal risks. Patents as competitive instruments offer many benefits to companies: they offer protection, 
good publicity and efficient defence tools when companies are attacked; their publication is a useful 
source of knowledge for researchers who can use patent databases to learn about what is being done; 
they provide an indicator of usability, especially in the United States where the best way to use the 
invention must be disclosed; they offer an indicator for business value; and they reveal competitors’ 
activities. 
 
Nevertheless, patents can be frustrating. They tell researchers how to do something but prevent them 
from doing it. Is a research exemption therefore needed? Nowadays, research exemptions are not 
harmonised throughout the world, and multinationals cannot rely on research being limited to one 
jurisdiction. Moreover, it may be difficult to draw the boundary between research activities and 
commercial exploitation, and it is an illusion to think that research can be done in a patent-free world 
since patents are always involved at some point. However, companies may rely on other safeguard 
mechanisms. In particular, in the research phase, infringement is difficult to detect and the patent 
holder would receive minimal licensing or litigation revenues (the threat of patent trolls is also 
reduced). Therefore, provided that the research process is lengthy, companies may enjoy a long time 
frame in which they are reasonably safe. Many researchers probably live in this grey zone, supposedly 
without knowing it, although it would be hazardous to try to define the scope of such a “safe zone”. 
The willingness of researchers to collaborate acts as a stabilising glue that binds the research 
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community together. Consequently, international research activities are generally free de facto (at least 
free from litigation if not from infringement), but this freedom is generated by the nature of research 
rather than by law. 
 
Obviously, it is always advisable to patent some inventions. Other protection mechanisms exist as 
well, such as secrecy (powerful but quite risky), defensive publications and even co-operation 
agreements. When companies are involved in bilateral co-operation, contracts set the terms and 
liabilities of their sharing of knowledge. The EU framework programmes are also worth mentioning as 
they require several parties to team up in a research project, the contractual rules of which are set forth 
by the European Commission, ensuring that all parties grant each other freedom to do research and 
exploit and disseminate the results.  
Open standards also create platforms of knowledge based on IP protection. They are the source of the 
necessary building blocks for collaborative innovation (e.g. if the TCP/IP protocol had not been 
opened, the Internet would probably never have emerged). Standards reflect the need for harmonised 
markets in order to make progress, and this may ultimately lead companies to use patents at the 
appropriate level to boost value creation while granting each other freedom to operate. Collaborative 
innovation relies on a shared foundation of proprietary and open innovation. A well-managed IP 
portfolio allows companies to differentiate themselves and generate revenue, whereas open innovation 
acts as a regulatory device based on standardisation. 
 
In conclusion, a new research paradigm is emerging, in which research is still using, generating and 
sharing knowledge, is still embedded in a framework with or without a research exemption, but is now 
more and more collaborative and more and more open. 
 
As explained by Miguel Ángel Flores, Research Scientist, RepsolYPF does not aim to license its 
100 patents and utility models for chemical technologies, but focuses on protecting its inventions and 
ensuring its freedom to operate. A regionally integrated oil and gas company operating in 28 countries, 
RepsolYPF is the leader in Spain and Argentina, with a refining capacity of over 1.2 million barrels a 
day. RepsolYPF dedicates 16% of its R&D budget to collaborations, notably with 200 R&D contracts 
with academic institutions. To the best of RepsolYPF’s knowledge, research use of patented 
inventions has never raised particular concerns or conflicts in the petrochemical industry. It 
nevertheless considers the research exemption, which covers the improvement of existing inventions 
for whatever purpose, a basic condition of scientific progress. 
 
A key issue relates to difficulties – not exclusively legal – in accessing inventions protected by patents 
and to the use made of the patent system by the academic community to search, assess or publish 
scientific information. For industry, patents contain mainly technological information along with some 
scientific content, determine the scope and development line of a research project, and can be used by 
scientists as a source of ideas. To universities, patents look unreliable and difficult to understand, are 
not valued in academic CVs or in scientific citation indexes, and induce delays in the publication of 
scientific papers; they are rarely used as a source of knowledge despite some similarities in content 
and structure between patents and scientific papers. Since industry-university collaboration is 
increasingly encouraged and realised, there is a real need to avoid the delays induced by patent 
applications for scientific publication, to improve the perception of patents within universities, and to 
promote patents as valuable scientific achievements in the academic community. 
 
Neil Thomas, Director of Intellectual Property of the Madrid-based Genetrix Group, points out that in 
the biotechnology industry, research use of patented inventions is a much more sensitive issue than in 
other industries. Genetrix is engaged in the promotion of biopharmaceutical business initiatives, so far 
leading the formation of a group of seven biotechnology companies specialising in biomedicine and 
life science technologies. Over the past four years, Genetrix has taken academic institute and in-house 
generated IP rights and transformed them into 68 jobs and over EUR 20 million in capital. Its aim is to 
develop and commercially exploit these intellectual assets, which it did through in-licensing from 
academic research entities in its start-up phase.  
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Patents have both positive and negative effects on small biotechnology firms. On the one hand, they 
are an easily accessible source of information functioning as a window onto new research ideas or as a 
filter to avoid wasteful reinvention of existing technologies. Patents are usually published after 18 
months, sometimes delaying dissemination of the technology to the public, but they must disclose the 
claimed invention in a repeatable way and even include the best mode known to the inventor at the 
time of filing (at least in the United States), requirements that have equivalents in most international 
laws. On the other hand, patents expose the research aims of a company and possibly give information 
on early stage activities to its competitors. In addition, patents generate various obstacles to research. 
Firstly, researchers are more inclined to publish their inventions first in scientific journals perhaps due 
to an underappreciation of the recognition inventorship on patents brings and/or lack of interest in the 
commercial exploitation of their research. Secondly, in most countries basic research is legally 
exempted only as long as it consists of research “on” and not “with” a patented technology. Hence 
research may be hampered by patents on research tools, especially  those held by large firms. Finally, 
there remains some uncertainty as to the exemption of clinical research as demonstrated in the United 
States by Merck v. Integra.5
 
Patents also allow firms to build fortifications against competitors. New inventions may be protected 
by patents and are often licensed out when they are considered to be outside the firm’s core activity. 
However, as patents on new tools and know-how can be sometimes difficult to enforce or license, 
companies may prefer to protect them by trade secret, which is vulnerable to leakage, especially by ex-
employees or prevent anyone else from creating a blocking patent situation by making defensive 
publications, though this carries the risk of generating blocking prior art for their own future 
inventions. Finally, patents can build bridges in that they can help a company raise capital and form 
R&D partnerships by securing know-how assets in a recognisable and reassuring form. Indeed, when 
setting up R&D projects with academics, patents crystallise the subject matter and clearly indicate 
who owns what to any third party (though attention should be paid to regulations similar to those of 
the Bayh-Dole Act). Academic publications prior to patent filing, as often occur in such 
collaborations, is a risk to patent protection in those territories without inventor grace periods, thus 
education and monitoring of the collaborators should be a priority. In this way, small and medium-
sized enterprises (SMEs) can outsource R&D to academic institutions and then license in the resulting 
technology, so as to transform science into potential products. Additionally, SMEs can out-license 
their own patents to other companies in order to share R&D expenditures. 
 
In view of these pros and cons, alternative strategies that biotechnology SMEs wishing to protect their 
inventions might consider include: i) the first mover advantage obtained by being first to market 
approval; ii) orphan drug status exclusivity; iii) investment in specialised production capabilities such 
as GMP (good manufacturing process) facilities; or even iv) open source models inspired from the ICT 
industry or the Human Genome Project. In any case, the huge investment needed to bring a drug to 
market is very unlikely to be recouped in the absence of a 20-year long (or more) patent-based 
exclusivity period, so patent protection remains the optimal solution in this sector. 
 
In concluding the session, it appears first of all that the question of the research exemption varies 
widely in importance from industry to industry. Highly sensitive for biotechnology SMEs, especially 
for patents on research tools, the issue seems almost nonexistent in the petrochemical industry and it 
has taken a completely different form in the information technology (IT) industry with the emergence 
of new open and collaborative innovation models and standards. What is more, as highlighted by 
Richard Johnson, Vice-Chairman of the Technology Committee of the Business and Industry 
Advisory Committee to the OECD (BIAC), if the innovation process becomes less linear but more 
iterative, collaborative and complex, there will be a need for more open tools to preserve access to 
new technologies for research use, from basic research to development, bearing in mind these 
divergences across sectors and between different types of actors. 
 

                                                 
5 In 2005, the Supreme Court in Merck v Integra held that the regulatory review defence applies to pre-clinical research, but 
left open to the question of how much further back upstream in drug discovery.  
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Session III: How effective are research exemptions in patent law? 
 
From a legal standpoint, exemptions that provide access to patented inventions for research purposes 
can take various forms and vary in scope, and this is reflected in their heterogeneity across OECD 
countries. The purpose of this session was to highlight different national approaches to research 
exemptions and to evaluate their respective effectiveness. Trevor Cook provided a general overview of 
the problem in different legal systems. Professor Straus described the cases already resolved by the 
German courts on this issue. Finally, Andrew Christie and Nikolaus Thumm referred to the 
discussions and problems raised for considering the introduction of a so-called research use exemption 
in the legislation of Australia and Switzerland, where it does not yet exist. 
 
In his introductory remarks, Professor Alberto Bercovitz, founder of the Madrid-based law firm 
Estudio Jurídico, suggested reconsidering the title of the session as it is extremely dubious that the 
experimental use of a patented invention entails an exception in patent law. Instead, the experimental 
use of patented inventions is a general principle of patent law, and as such, the right of the patent 
holder to prevent or limit that use (which would be an exception) needs to be interpreted restrictively. 
Experiments on a patented invention would not affect any exclusive rights unless directly aimed at 
marketing the patented object or at using it in a company's production process. However, problems 
may nevertheless arise in the face of the proliferation of patents, many of which are of a low inventive 
level, if the number of (possibly unfounded) lawsuits against researchers increases in the future. In 
addition, national differences with respect to the right to investigate using patented inventions might 
result in research being performed in certain countries depending on the more or less favourable 
existing legislation or jurisprudence. 
 
Trevor Cook, partner in the Intellectual Property Department of the London-based law firm 
Bird & Bird explained that effective and balanced experimental exemptions for patented research tools 
and gene patents can be derived from statutory research exemptions. The statutory defence for “use for 
experimental purpose relating to the subject matter of the invention” exists in most European 
countries. Countries like Australia, Canada and Switzerland are contemplating introducing them. The 
main exception is the United States, where experimental exemptions for patented research tools and 
gene patents would be possible only through a broad interpretation of the regulatory review defence 
for medicinal products. Yet the validity of such an interpretation is still ambiguous despite a Supreme 
Court decision in 2005 (Merck v Integra).  
 
Most European case law on statutory exemptions concerns late-stage efficacy and safety trials of 
medicinal and other products to which a regulatory review defence could also have applied. Although 
in most of these cases the analysis tends to focus on whether the use of the patented inventions was 
“experimental”, it is also possible to derive clear principles concerning the “subject matter of the 
invention” that could apply to early-stage research. Following these principles, the defence can be 
applied to patents on research tools and gene patents if they are the object of the experimentation or, 
put differently, if the experimentation is undertaken “on” them. In contrast, the defence does not apply 
if the patented invention is used as a means for experimentation or, in other terms, if the 
experimentation is undertaken “with” the patented invention. This principle seems economically sound 
since it eliminates barriers to the improvement of innovations, while ensuring a return on investment 
to the inventors of research tools. Cook thus recommended that it be preserved as such, and that no 
initiative be taken to introduce special provisions for “research tools” or “gene patents”.  
 
His review of national research exemptions for experimentation led Cook to shed light on two 
particular issues: 
 

- Patents on genetic sequences raise a specific problem for plant breeders. Although it is 
technically possible, they may not be allowed to breed a new variety that does not infringe any 
patent from an initial variety that embodies a patented gene sequence. As this problem stems 
from an overlap between plant variety rights and patent regimes, it does not fall within the 
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scope of experimental use defence and would therefore justify introducing a specific defence 
as has been done in Germany. 

- Directive 2004/27/EC introduced a new statutory defence for regulatory review in Europe. 
This defence applies to studies and trials undertaken with a view to securing the approval of 
generic medical products. Cook argued that it could be extended to tests and trials conducted 
with a view to securing a marketing authorisation for medicinal products other than generics. 
However it should not be formulated as an instance of the experimental use defence as in the 
Italian and Spanish transpositions of the Directive, because the scope of the experimental use 
defence might then be reinterpreted in unexpected ways. 

 
Germany is currently one of the countries where research exemptions are broadest. Joseph Straus, 
Director of the Max Planck Institute for Intellectual Property, Competition and Tax Law in Munich, 
presented the recent developments that led to this situation. Since the adoption in the German Patent 
Act of the research exemption for “acts done for experimental purposes relating to the subject matter 
of the patented invention” as formulated in the 1975 Community Patent Convention, three changes 
have taken place in German law: 
 

- The German Federal Supreme Court and the German Federal Constitutional Court clarified the 
scope of the experimental use exemption respectively in the mid-1990s and in 2000. It now 
covers all experiments aimed at acquiring knowledge on the subject matter of the patented 
invention, independent of the purpose for which such knowledge is intended. This includes 
tests aimed at verifying the novelty or functioning of inventions, at comparing the invention 
with other products, or at discovering new applications for the invention. 

- In 2005, an amendment of the German Patent Act created a special statutory exemption in 
favour of plant breeders. They can now use patented biological material for the purpose of 
“breeding, discovery and development of new varieties of plants”. 

- In 2005, the transposition of the Directive 2004/27/EC led to the adoption of another 
amendment to the German Patent Act. It extends the experimental exemption to “studies and 
trials… necessary for obtaining pharmaceutical marketing authorisation”. It therefore goes 
further than the initial scope of the Directive, which was limited to generic drugs. 

 
Straus observed that the German research exemptions, although broad, do not apply to the use of 
patented research tools for experimentation. This is necessary to preserve a balanced system in which 
incentives to develop new research tools are maintained. So far no problem of access to research tools 
has occurred, and whether it happens in the future will depend on how patent holders behave vis-à-vis 
academic researchers. Litigation is unlikely since the use of research tools in laboratories is difficult to 
detect, and because there is little profit to be expected from suing academic researchers.  
 
So far Australia does not have any statutory research exemption, and the existence of a non-statutory 
exemption is uncertain. There is moreover no evidence of a problem of access to patented inventions, 
although this is not a reason to conclude that there is none. Andrew Christie, Professor of Intellectual 
Property Law at the University of Melbourne Law School, described how Australia has addressed the 
question of whether to introduce a new research exemption in this context.  
 
Several policy options that would allow the introduction of a research exemption have been identified. 
The principal ones are: 
 

- Limitation of the scope of patent claims to the disclosed utility. 

- Limitation of patent exclusivity by a paid statutory licence for experimental acts. 

- Introduction of a specific exemption limited either to specified purposes, or to research “on” 
the patented invention in contrast to research “with” the invention. 
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- Introduction of an exemption whose conditions of applications would be defined in more 
general or inclusive terms. 

 
The problem of choosing between these options can be addressed by assessing them according to four 
complementary criteria: 
 

- The research exemption should maximise the disclosure of knowledge while minimising the 
negative impact on incentives to invest. 

- The research exemption should be in harmony with exemptions in other countries, in order to 
minimise transaction costs for researchers and companies that operate internationally. 

- The exemption should balance certainty and flexibility. Expressing a statutory exemption 
primarily aims at reducing uncertainty, but it should not result in an excessively rigid legal 
framework. 

- The research exemption should be TRIPs-compliant. Article 30 of TRIPs states that 
exceptions to patent law must be limited and that they should neither unreasonably conflict 
with normal exploitation of patents nor unreasonably prejudice legitimate interests of patent 
owners.  

 
The inclusive formulation of the research exemption matches the harmony and balance requirements, 
and it can be compatible with TRIPs if it is not applied to research tools. It has therefore been adopted 
for the Australian proposal on research exemption. According to this proposal, acts done for 
experimental purpose do not infringe a patent “if they [relate] to the subject matter of the invention” 
(as in Europe) and if they “do not unreasonably conflict with the normal exploitation of a patent” (in 
order to comply with TRIPs). The proposal states that acts done for experimental purposes relating to 
the subject matter of the invention are explicitly included in the exemption and include: i) determining 
how the invention works; ii) determining the scope of the invention; iii) determining the validity of the 
claims; and iv) seeking an improvement to the invention. Yet the inclusive formulation preserves the 
possibility that other acts fall within the scope of the exemption. 
 
Switzerland does not yet have a statutory research exemption, but it is on the way to introducing one 
in the context of a broader revision of its patent law. Nikolaus Thumm, Senior Economic Counsellor 
at the Swiss Federal Institute of Intellectual Property, presented the Swiss proposal for a research 
exemption developed mainly as a response to a perceived economic imbalance in the patent system in 
the field of biotechnology. Beyond a certain level of protection, patents indeed create more 
impediments than incentives for future innovators, according to the 53 Swiss biotechnology entities 
surveyed in 2002. Respondents to the survey complained that gene patents create dependencies and 
hinder or block access to technologies. They identified a broad research exemption and the limitation 
of protection to the concrete disclosure functions of DNA as possible remedies. Regarding genetic 
tests, respondents considered that patents create abusive monopoly positions and increase the cost of 
genetic testing. They mentioned clinical use exemptions and non-exclusive licences granted on 
reasonable terms to clinical laboratories as possible remedies. 
 
Following up on these results, a broad research exemption, to a large extent modelled on that of 
Germany, has been proposed for the revision of the Swiss patent law. The proposal foresees several 
general exemptions for: 
 

- Private use and non-commercial purposes. 

- Use of the invention for teaching purposes. 

- Use of biological material for the purpose of breeding or for developing a plant variety. 

- Research and trials in which the invention is the object of research. 
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The last of the general exemptions is inspired by the European exemption. It concerns non-commercial 
and commercial research aimed at gaining new knowledge about the subject matter of the invention. It 
also applies to use of the patented invention with a view to securing a marketing authorisation for 
pharmaceutical products. Although there is no statutory exemption for research undertaken with 
patented research tools, the Swiss proposal differs from other statutory exemptions in that it 
guarantees access to research tools through legal “non-reach-through” licences. If the parties cannot 
reach an arrangement, the fees for such licences should be fixed by a court. It is however expected that 
the intervention of courts will not be necessary in practice and will constitute a negotiation baseline 
that facilitates market solutions. 
 
The main difficulty of the various approaches considered in OECD countries for implementing legal 
exemptions for research use of patented inventions lies in the definition of the scope of the exemption. 
Allowing research “on” a patented invention versus research “with” it seems to be the most 
appropriate way of defining the research exemption. Nevertheless, specific industries, especially in the 
biotechnology and pharmaceutical areas, are expressing concerns about accessing patented material 
for research purposes that may not have been explicitly addressed yet by national patent regimes.  
 
Keynote II: From molecular biology to biotechnology 
 
In her keynote speech, Margarita Salas, Research Professor at the Spanish National Research Council 
(CSIC), showed, with an example of her own work, how basic research in molecular biology can lead 
to biotechnological applications. 
 
For the last 40 years, Salas has worked with small bacteria or viruses. Her team identified a certain 
phage with very interesting size and genetic properties. At the time, almost nothing was known about 
it, and Spain had to establish a working group that did not include many competencies from abroad to 
study this phage. By using temperature-sensitive properties, the team constructed a linear genetic map 
and identified four main genes involved in the replication process. In fact, the replication mechanism 
of the identified phage showed extremely interesting properties, and made it possible to observe a uni-
length DNA. Thanks to its properties, a molecule can be synthesised without some factors usually 
required with another phage. These properties of processivity, transitivity and nucleus activity led 
Salas’s team to issue a patent for this so-called phi-29 polymerase. A chemical company was 
interested and bought a licence on the patent before being taken over by Amersham and then GE 
Healthcare. Additional proteins that allowed the initiation of the replication, were then studied. In an 
in vitro system, they allowed amplification of DNA up to one gram with a high degree of fidelity. In 
2001, the team published an amplification key with throughput amplification, allowing the 
amplification of over 1 million (a thousand times better than the initial key). Amersham Biosciences 
later provided another amplification key for linear generic DNA. This resulted into two amplification 
keys: “rolling circle amplification” (from 1 picogram to 2-3 micrograms) and “linear genomic DNA 
amplification” (from 1 nanogram to 2-3 micrograms). 
 
This initial basic discovery provides a very enlightening example of how basic research from which no 
practical results are expected can lead to concrete industrial applications, in this case a DNA 
polymerase with excellent properties that make it an excellent tool for DNA amplification. 
 
Session IV: Facilitating access to inventions for research purposes 
 
Traditionally, the patent system has been a way to bring knowledge to the public. But what happens 
then? How well is this knowledge brought to the public and what use does the public make of patented 
inventions? Patent holders need to enforce their rights to profit from their inventions, and researchers 
need to preserve their freedom to do research in a world full of patent rights. Research exemptions, 
statutory or not, have been put in place in most industrialised countries to establish a proper balance 
between these conflicting interests. The four speakers of this last session shed more light on what is 
working and what is not. 
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From the observation made by John Walsh that very few American researchers in biomedical research 
suffer from significant delays in their work due to blocking patents, Rebecca Eisenberg, Professor of 
Law at the University of Michigan Law School, stressed that researchers seem unaware of and 
unconcerned about existing patents. Nevertheless, difficulties were frequently reported in gaining 
access to “tangible” materials. Certainly, there have been examples of patents being used by their 
owners to restrict access to their inventions by universities or to negotiate deals, such as the huge 
transaction costs associated with DuPont’s oncomouse licences. At the root of such controversial cases 
are the costs or practical impossibility for users to reproduce the patented product or tool on their own, 
which leaves them with no choice but to ask the patent holder for an instance of the subject matter, 
then to wait and negotiate the terms before doing any research. In such situations, access to patents 
and tangible materials converge. What matters then is not whether the subject matter is tangible or not, 
or patented or not, but whether researchers can access at an affordable price the knowledge or 
technology they need. Therefore, shouldn’t the debate focus on facilitating access to tangibles rather 
than on patents and research exemptions? 
 
For resources that are costly to reproduce, the burden indeed rests on the researcher who seeks access, 
whereas for patented technologies, researchers seem to act as if there were no patents and the burden is 
then on the one who wants to stop the infringing activities. In such a case, the patent holder would first 
need to detect the infringement – an all but easy exercise – and then to enforce her rights, except that 
the expected returns would not justify the cost of enforcement. This explains why litigation against 
universities is exceptional, as if patents did not apply to them. However, the fact that enforcement and 
litigation against researchers is very rare does not mean that it is impossible and will never happen. 
Actually, academic research may become an attractive target for litigation in certain circumstances, for 
instance in cases of co-operation with industries. It then depends on the user and the owner, each of 
whom is exposed to some risk of enforcement from the other. In addition, cases in which faculty 
members file patents and then sue their (former) home university are becoming increasingly important, 
especially when professors leave their institution under unhappy circumstances. Finally, universities 
may some day be targeted by patent speculators – an emerging form of maverick entrepreneur who 
owns and enforces patented technology against others – as universities are increasingly using the 
patents of such speculators, especially in biotechnology, and then publish their infringing work in 
scientific papers. 
 
Consequently, it appears very important to care about research patents and research exemptions, not 
only because researchers and especially universities might be forced to care about patents sooner or 
later, but even more so because one could not possibly accept a system whose equilibrium relies on 
complete disrespect of the patent system, or it would be the end of it. 
 
Jerry Rosenthal, CEO of the Open Invention Network, evoked different potential uses of inventions 
by universities from different contexts. Traditionally, especially in industry, inventions were made in 
isolated laboratories on a one-on-one basis. Since the beginning of the 21st century, innovative 
activities have taken more collaborative forms, particularly in the ICT sector. The outcome of such 
collaborative research projects is a question of great interest, in terms of ownership, generation of IP 
rights and actual use by the industry. In particular, there has not been a lot of patenting in such 
collaborative environments (e.g. the development in open source of the Linux operating system). This 
may betray some inadequacies in the patent system with respect to these new forms of innovation. 
Innovation protection systems have long been conceived and deployed to allow inventors and 
inventing institutions to exclude competitors. Selective licensing of certain intellectual assets to 
competitors nevertheless creates a marketplace that increases the innovator’s commercial and financial 
leverage and enables incremental innovations. But the social value of inventions might actually 
become even larger as they are included in an industry standard. In this respect, open licensing 
encourages a broad adoption of new technologies and gives rise to a self-regulated ecosystem of users. 
 
Initially, Internet and Linux inventions were not really protected. This put these open communities in 
danger of having private companies claim rights to their inventions. This forced open communities to 
protect themselves against companies that were also trying to protect themselves in the same field. In 
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other words, open communities needed to develop patent portfolios for the benefit of their members. 
Open Invention Network (OIN) was created precisely for the purpose of developing a patent portfolio 
to benefit and protect the Linux environment. OIN acquires or receives patents useful to the Linux 
environment and similar technology spaces, which are then licensed at no cost to the entire open 
community against the formal commitment of the users not to assert their own patents against the 
Linux community. Should anyone charge the Linux environment with patent infringement, OIN would 
help the attacked party to defend itself on the grounds of OIN’s IP rights. By exploiting the patent 
system in the interest of this open and collaborative innovation framework, OIN contributes to 
building the Linux ecosystem. 
 
Open innovation not only needs to defend itself against attacks from the outside but also needs very 
efficient diffusion of knowledge. This is the main objective of the creative and science commons 
discussed by Brian Fitzgerald, Head of Queensland University of Technology’s School of Law. The 
sense of the word “open” is that the permission to use, copy, access or reuse a technology is free, 
whether “to all” or “to a secured (defined contract-base) community”. 
 
Creative commons are information communities that manage intellectual property rights and 
copyrights in particular. They rely on four main protocols:  
 

i) Attribution, so that the anyone has the right to use, modify and distribute the work as long 
as the original author is given credit.  

ii) Non-commercial, meaning that the use, modification and distribution of a work are 
restricted to non-commercial purposes.  

iii) No derivatives, in the sense that other people may not modify the work to create 
derivative works.  

iv) Share alike, which allows the distribution of derivatives (provided they are allowed), but 
on the condition that these are made available to other people on the same licence terms. 

 
Based on these principles, electronic platforms have been developed which allow authors to publish 
their work and distribute it at no cost on the basis of the above principles or otherwise for a fee. The 
principles can be applied to various artistic forms (photos, music, text, etc.) and also to public sector 
information, such as publicly funded research or government copyright material. The aim of the 
creative commons is in fact to make copyright more alive, active and accessible and to make sharing 
possible. 
 
The objective of the science commons is to stimulate and support the creation of areas of access and 
inquiry using standardised licences and other means. Like the creative commons, the science 
commons use intellectual property (copyright, patents and data-related rights) as a funding platform 
and are based on the willingness of researchers to innovate, collaborate and share their results. They 
include open access publishing (open licences for scientific publications), licensing of scientific 
materials (a standard, open framework for managing material transfer), access to scientific data 
(licensing approaches to database-related rights) and the creation of standards and more fluent 
knowledge communities. Instances of science commons, such as the neurocommons and the MTA 
project for the transfer of biological materials, have demonstrated their capacity to simplify scientific 
access by answering key questions: the rights to commercially exploit the material, academic 
attribution for research generated from the material, ownership of the risk of damages from the 
transfer and the use of the material and of the IP associated with the material and its derivatives. The 
same ideas were applied notably to open source biotechnology and its “free-revealing” principle. Its 
ambition is to maximise the use value of biotechnologies through free revealing (the value of a tool to 
its user is higher if the user understands how it works) and translating the increased use value into 
economic value thanks to efficiency gains and cost savings on the user’s side and provision of 
alternative services (training, consulting, etc.) with additional market benefits on the technology 
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owner’s side. Projects being undertaken by Cambia implementing an open patent licensing model and 
an interactive patent database called a Patent Lens are interesting examples of what is being done.6
 
In conclusion, open and collaborative (cumulative) innovation on technologically enhanced networks 
is leading the push for greater access and negotiability within the parameters of copyright, data and 
patent law. The next generation of scientists who grow up under this new system of access to 
knowledge is likely to increase the demand for openness. 
 
In the United States, a wide variety of provisions and practices currently rule research use of patented 
inventions. Sean O’Connor, Associate Director of the Center for Advanced Study and Research on 
Intellectual Property (CASRIP) at University of Washington School of Law, proposed a practical 
overview of these de facto research use exemptions in the context of public-private partnerships. 
 
An interesting case is Thomson’s patents on stem cell research. In the 1990s, the US Public Health 
Service (PHS) funded a research project at University of Wisconsin which led in 1998 to the first 
Thomson patent. It was governed by the Bayh-Dole Act and assigned to the Wisconsin Alumni 
Research Foundation (WARF), which licensed the Thomson patent, and follow on patents, to WiCell 
Research Institute. WARF also allowed WiCell to administer the approved stem cell lines derived by 
Thomson, under material transfer agreements (MTAs) governed by state contract law. One year later, 
WARF further granted an exclusive licence to Geron for R&D in therapeutic and diagnostic fields 
under a standard technology transfer deal. Thanks to these deals, WARF enjoyed some upfront 
payments in spite of the very lengthy development phase before any commercialisation could be 
considered. 
 
As in any federal funding agreement, government rights in the first Thomson patent include a 
mandatory worldwide non-exclusive licence “to practice or have practiced [the invention] for or on 
behalf of the United States”. Therefore, in 2001, WiCell and PHS executed a Memorandum of 
Understanding to set out the mechanism by which future PHS extramural researchers would request 
samples of Thomson stem cell lines, including the agreement that PHS researchers can practise the 
Thomson patents directly under the PHS funded non-exclusive license. As a result, combined with the 
Bush Order of 2001, these rights and exclusive licences tightly controlled the stem cell research field. 
However, Bayh-Dole Act requirements, the fact that the approved stem cell lines were derived without 
federal funding, and the fact that the Bush Order sharply reduces the amount of research that could 
have operated within the government licence zone all drove stem cell research towards private and 
state funding arrangements outside of federal control. 
 
From this particular case a de facto exemption for research use of federally funded research results can 
be drawn. Indeed, if the research leading to a patent was at least partially funded by any federal agency 
– i.e. governed by the Bayh-Dole Act – and if any federal agency at least partially funds new projects 
so that other researchers now practise the patented invention on behalf of the US government, that 
latter agency can authorise researchers to practice the patented inventions on behalf of the government 
under the Bayh-Dole government licence. Thus, in a particular field in which the government has such 
licenses, federal agencies can establish a protected zone of research in public and private labs that 
receive federal research funding. Even outside of the Bayh-Dole government license, a second de facto 
exemption exists whereby state agencies such as many state universities enjoy protection under the 
doctrine of sovereign immunity. Because no one can use the federal courts to sue individual states, 
except in certain prescribed circumstances, and as patent suits are limited by law to federal courts, 
patent owners can never sue states for infringement. Thus, universities that are truly state agencies 
(and not just state funded) can infringe patents and leave patent owners with no recourse. A third de 
facto exemption arises under 28 USC Sec. 1498 which gives government agencies the power to 
authorise infringement of privately owned patents by either the agency’s own workers, or an external 
contractor working on the government’s behalf. The patent owner may not sue either the government 

                                                 
6 www.cambia.org 

© OECD 2006 



23 

or the contractor in a regular patent infringement suit. Instead, the owner’s  only remedy  is to seek 
compensation from the government for the unauthorised use in the federal Court of Claims. 
 
This shows that the United States avoids compulsory licences, particularly those that would allow 
commercial entities to compete with the patent owner in the marketplace, but has more tolerance for 
government (funded) (research) use and activities. Universities may increasingly be considered 
commercial competitors, but a combination of the Bayh-Dole Act license and recent Supreme Court 
interpretations of the scope of the regulatory review exemption under the Hatch-Waxman Act (35 
U.S.C. Sec 271(e)) in the case of Merck v. Integra may have the effect of giving continuous coverage 
from public basic research through private R&D for commercialisation. Ultimately, research 
exemptions in the United States are currently limited to government use (by or on behalf of a 
government agency) and regulatory review (clinical testing). 
 
As these different speeches show, in many industries and many countries, nature has filled the vacuum 
with de facto exemptions in spite or for lack of appropriate regulations. In particular, it would appear 
that researchers tend to advance blindly and pay no attention to patents, as if they crossed the street 
without heeding the appropriate signals. One may wonder why inventors incur the costs to file and 
obtain patents if they do not enforce their rights. It presumably is because these applicants intend to 
enforce their patents against companies, and in fact many of them have a tacit policy not to sue 
universities. As a matter of fact, the difficulty of detecting infringement at the research stage makes 
pure research patents very difficult to enforce and be used to make money. Therefore, patent holders 
usually try to draft their claims so as to protect final products and pay little attention to illicit research 
use, although this is surely no reason to encourage such behaviour. As Alison Brimelow, President-
elect of the EPO observed, not too many people are killed jaywalking, but is this the optimal way to 
cross the streets? Policy makers should bear this in mind and take action. 
 
 
 
Roundtable discussion 
 
The Conference ended with a forward-looking roundtable discussion chaired by Nobuo Tanaka, 
Director for Science, Technology and Industry at OECD. Sadao Nagaoka, Director and Professor at 
the Institute of Innovation and Research of Hitotsubashi University, John Raubitschek, Patent 
Counsel for the US Department of Commerce, Elizabeth Thouret-Lemaître, Vice President and Head 
of Patent Operations of the Sanofi-Aventis pharmaceutical Group, and Alain Gallochat, advisor at the 
French Ministry of Research, participated in the roundtable and answered questions from the audience.  
 
Nobuo Tanaka observed that following up on the previous presentations, the first question to be 
addressed was about the reality and nature of the issues raised by the research use of patented 
inventions. The issues seem to be limited to specific fields such as biotechnology, pharmaceuticals and 
agriculture. They also appear to be more acute in the United States than in the rest of the world, and to 
concern industry rather than academia. Sadao Nagaoka argued that there is a real problem since the 
emergence of new businesses is jeopardised when research processes require access to numerous 
patented inputs. He also noted that the licensing behaviour of universities and government-funded 
research institutions could generate inefficiencies in the future by raising the cost of access to 
technology for industry. Elisabeth Thouret-Lemaître stressed that there is no access issue opposing the 
biotechnology and pharmaceutical industries since both patent research tools. She argued that research 
tools must remain patentable to preserve a balance between incentives and disclosure. She explained 
that companies seldom sue infringers, because they do not know early enough whether their patent 
applications will result in actual patent grants, and because the cost of litigation is high. In this context 
she confirmed that the problems of access principally concern tangible inventions, and for other 
reasons than patents.  
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Nobuo Tanaka recalled that the problems relating to research use of patented inventions could be 
addressed in different ways, from statutory exemptions for experimental use to behavioural solutions 
such as good licensing practices or mere ignorance of patents by researchers. Yet the long-term 
efficiency of the latter solution seems dubious. Researchers’ lack of knowledge of the patent system 
and the research exemptions in vigour is a source of uncertainty that could undermine the functioning 
of the patent system and threaten innovation in the long run. Therefore efforts towards raising the 
awareness and consciousness of researchers are necessary.  
 
The effectiveness of research exemptions was also discussed. John Raubitschek noted that unexpected 
interpretations of statutory exemptions by the courts may generate additional uncertainty. In this 
respect, one can understand the ambiguity maintained by the US Supreme Court as a way to preserve a 
de facto balance between protection and access, until new problems arise that would justify the 
intervention of policy makers. In contrast Alain Gallochat explained that recent French Court 
decisions and a draft law implementing the EU Directive 2004-27 have clarified the scope of the 
research exemption in France. He also argued that compulsory licences should be used as a 
complement to the research exemption, which the TRIPs agreement allows. Elisabeth Thouret-
Lemaître expressed her scepticism vis-à-vis any statutory measure aimed at facilitating the research 
use of patented inventions. Like John Raubitschek, she argued that making sure that only strong and 
valid patents are granted is the best way to facilitate access to research tools and inventions.  
 
The participants reached a consensus on the need to improve international harmonisation, but also on 
the difficulty of achieving this goal. Elisabeth Thouret-Lemaître explained that the variety of research 
exemptions in Europe is a factor of uncertainty for the industry. She observed that the uncertainty has 
increased after the divergent implementations of the new EU Directive (Directive 2004/27/EC). Alain 
Gallochat also recalled that discussions at WIPO (the World Intellectual Property Organisation) on 
worldwide harmonisation through a Substantive Patent Law Treaty have not yet made it possible to 
reach agreement on international harmonisation of a number of issues relevant to the grant of patents, 
such as the grace period. 
  
Nobuo Tanaka finally asked the participants whether the OECD should undertake new initiatives 
relating to research use of patented inventions. The participants’ main recommendations concern the 
production of guidelines and the improvement of information about the different national systems and 
their respective economic efficiency. Elisabeth Thouret-Lemaître insisted that non-binding guidelines 
would be more appropriate than new laws. According to Sadao Nagaoka, such guidelines should 
principally concern the efficient licensing of research tools and perhaps science commons 
mechanisms. Sadao Nagaoka and Alain Gallochat agreed that they should primarily target universities 
and publicly funded research. John Raubitschek noticed that they would anyway have little effect on 
the behaviour of companies. 
 
OECD could also produce more information on national patent systems in order to give advice to 
governments. It could collect empirical data on the effect of the different regulations and systems in 
place and identify working solutions. Alain Gallochat noted that compulsory licensing issues should 
be taken into consideration on this occasion and argued that both guidelines and new empirical data 
would provide a good framework for future negotiations. Elisabeth Thouret-Lemaître similarly 
recommended that the OECD organise and foster harmonisation by clarifying definitions as a first 
step. 
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Organising and Supporting Institutions 

 
 
The Spanish Patent and Trade Mark Office (OEPM) is an autonomous body that forms part of the 
Ministry of Industry, Tourism and Trade and which promotes and supports technological and 
economic development. It provides legal protection to all types of industrial property by awarding 
patents and utility models (inventions); industrial designs; trade marks and trade names (distinctive 
signs) and rights protecting topographies of semiconductor products. It also disseminates information 
on the various ways in which industrial property can be protected. The OEPM also represents Spain in 
international forums and organisations that are responsible for protecting industrial and intellectual 
property. The OEPM has, therefore, a dual function: to award industrial property rights following due 
examination of applications and to provide technological information services based on information 
about the various types of industrial property rights awarded by the OEPM and other offices overseas. 
The main objectives of the OEPM are as follows: to protect and promote creation and technological 
innovation in Spain as well as corporate business identity by awarding industrial property rights, to 
provide information that helps to guide research activity by maintaining archives and databases that 
enable quick and easy access to up-to-date information on the latest global technical developments in 
all sectors and to promote the circulation and exchanging of goods and services by disseminating 
information on registered distinctive signs. 
 
 
The Spanish National Research Council (CSIC), attached to the Ministry of Education and Science, 
is the country’s main body for basic research. It represents by itself 20% of the scientific output of the 
country, or 0.55% of the world’s scientific publications. It is perhaps astonishing that CSIC is also the 
first applicant from Spain to the Patent Cooperation Treaty. With its 62 applications in 2003 it ranks 
indeed above not only all the country’s universities, but all the industrial companies too. CSIC 
researchers are attracting more and more financial resources through contracts with industry, as the 
CSIC has become the reference organisation for the transfer of technology in Spain. Approximately 
600 contracts are concluded annually with Spanish industry for a total amount of over 24 million. As a 
multidisciplinary research organisation, the Spanish National Research Council covers virtually every 
field of knowledge. CSIC has 125 institutes installed all over Spain, almost half of them are located in 
Madrid, where the central headquarters are also situated. Besides libraries and laboratories, CSIC 
owns museums, oceanographic vessels, natural parks and reserves, experimental farms, astronomic 
observatories and it administers one of the Spanish Antarctic bases and the polar ship B/O Hespérides. 
More than 12.000 people work in the CSIC, from tenured scientists, to technicians, administrative staff 
and research fellows. Circa two thousand doctoral students are carrying out their thesis in CSIC´s 
different institutes. 
 
 
The Organisation for Economic Co-operation and Development (OECD) is a unique forum where 
the governments of 30 market democracies work together to address the economic, social, 
environmental and governance challenges of the globalising world economy, as well as to exploit its 
opportunities. The Organisation provides a setting where governments can compare policy 
experiences, seek answers to common problems, identify good practice and work to co-ordinate 
domestic and international policies. Exchanges between OECD governments flow from information 
and analysis provided by a Secretariat in Paris. The Secretariat collects data, monitors trends, and 
analyses and forecasts economic developments. It also researches social changes or evolving patterns 
in trade, environment, agriculture, technology, taxation and more. Work on intellectual property rights 
and innovation within the OECD Directorate for Science, Technology and Industry aims to provide 
evidence-based analysis of the links between IPR, innovation and economic performance, and to 
inform development of IPR regimes that improve innovation and economic performance. Work is 
currently being done to address issues related to innovation and knowledge diffusion, in particular the 
role of licensing and technology markets in stimulating knowledge diffusion and innovation, and 
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mechanisms for promoting research access to patented inventions. Ensuring that patents continue to 
serve their dual role of providing incentives to innovate and contributing to the diffusion of knowledge 
is high in the policy agenda of OECD countries. Science and Technology Policy Ministers of OECD 
countries expressed concerns about the impact of patents on the conduct of scientific research at a 
meeting in Paris in January 2004 and invited the OECD to examine national policies regarding 
exemptions for research use of patented inventions. This conference is part of the effort made since 
then to address their request. More information on this and other OECD activities related to IPR can 
be found online at: www.oecd.org/sti/ipr. 
 
 
The European Patent Office (EPO) is the executive body of the European Patent Organisation, an 
intergovernmental institution established by the European Patent Convention and to which all the EPC 
contracting states belong. The EPO’s governing body is the Organisation’s Administrative Council, 
made up of delegates from the 30 contracting states. The EPO has its headquarters in Munich, a 
branch at The Hague and sub-offices in Berlin and Vienna. With over 6 000 staff, it is the second 
biggest European organisation after the European Commission. The EPO was set up with the aim of 
strengthening co-operation between the countries of Europe in the protection of inventions. This was 
achieved by adopting the EPC, which makes it possible to obtain patent protection in several or all of 
the contracting states by filing a single patent application in one of the three official languages of the 
EPO (English, French and German). The EPC also establishes standard rules governing the treatment 
of patents granted under this procedure. More than two decades have clearly demonstrated the 
advantages of this approach: Since its creation in 1977, the EPO has received more than 1.8 million 
European patent applications and granted nearly 650 000 European patents. Moreover, the Office has 
established itself as the leading authority for international procedures under the Patent Cooperation 
Treaty, a treaty that makes it possible to file for patent protection in more than 100 countries on the 
basis of a single patent application. In 2004 the Administrative Council adopted regulations 
establishing the European Patent Academy. Its aim is to foster the advancement of education and 
training in the field of European and international patent related intellectual property law and practice 
for the benefit of the European Patent System. 
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